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DETAILED ACTION 

1 . Applicant's amendment filed on December 9, 2005 has been entered. 

2. Claims 1-3, 5-8, 10, 11, 13-22, 25-43, 45-65 and 67-86 are pending. Claims 4, 9, 
12, 23, 24 and 66 are cancelled by the applicant and claims 1, 45 and 61 are also 
amended by the applicant. Claims 80-85 and 85 are added by applicant. 

3. Claims 5, 7, 8 and 10 depended on cancelled claim 4. Appropriate correction 
required. 

4. There appears to be a typographical error for claim number 84 and 85. 
Misnumbered claims 84 and 85 have been renumbered as noted below. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 1-86 are rejected under 35 U.S.C 101 because the claimed invention is 
directed to non-statutory subject matter. 

As per claim 1 is rejected under 35 U.S.C 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claim 1 recites "a computer-readable medium storing a universal signature object for 
binding a digital signature to digital data, the universal signature object comprising: at 
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least one version of the digital data, wherein each version has a file format; a second 
version of the digital data having a different format from said at least one version; a 
digital signature of signature data, wherein the signature data is a function of the digital 
data; and information concerning an application compatible with the file format of at 
least one of the versions". Claim 1 is merely stored so as to be read or outputted by a 
computer without creating any functional interrelationship, either as part of the stored 
data or as part of the computing processes performed by the computer, then such 
descriptive material alone does not impart functionality either to the data as so 
structured, or to the computer. When nonfunctional descriptive material is recorded on 
some computer-readable medium, in a computer or on an electromagnetic carrier 
signal, it is not statutory since no requisite functionality is present to satisfy the practical 
application requirement. Therefore, claim 1 recites non-statutory subject matter. 
Claims 2-28 depend on claim 1, therefore they are rejected with the same rationale 
applied against claim 1 above. 

Claim 29 has limitations those are similar to limitations of claim 1 and 26, thus it is 
rejected with the same rationale applied against claim 1 above. Claims 30-44 depend 
on claim 29, therefore they are rejected with the same rationale applied against claim 
29. 



As per claim 45 is rejected under 35 U.S.C 101 because the claimed 
invention is directed to non-statutory subject matter. 
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Claim 45 recites "a method for a signatory to digitally sign digital data created by a first 
application, comprising: accessing a signatory's private-public key pair; authenticating 
the private-public key pair as being associated with the signatory; and in response to a 
universal signature object of the digital data not existing: using the signatory's private 
key to generate a digital signature of signature data, wherein the signature data is a 
function of the digital data; and generating a universal digital signature object of the 
digital data, the universal signature object comprising: first version of the digital data 
having a first file format; a second version of the digital data having a second file format 
different from said first file format; said digital signature; and information identifying an 
application compatible with the file format of at least one of the first and second versions 
of the digital data". Claim 45 is directed merely to an abstract idea with no practical 
application producing a concrete, useful and tangible result to form the basis of statutory 
subject matter under 35 U.S.C. 101. Therefore, claim 45 recites non-statutory subject 
matter. 

Claims 46-60 and 80-86 depend on claim 45, therefore they are rejected with the same 
rationale applied against claim 45 above. 

As per claim 61 is rejected under 35 U.S.C 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claim 61 recites "a signing program for binding a digital signature of a signatory to 
digital data, the signing program comprising: a key-accessing means for accessing a 
signatory's private-public key pair; a key-verification means for authenticating the 
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private-public key pair is associated with the signatory; a universal-signature-object 
generating means for, in response to a universal signature object of the digital data not 
existing: using the signatory's private key to generate a digital signature of signature 
data, wherein the signature data is a function of the digital data; and generating the 
universal signature object of the digital data, the universal signature object comprising: 
at least one version of the digital data, wherein each version has a file format; a second 
version of the digital data in a different file format from said first version's file format; the 
digital signature; and information concerning an application compatible with the file 
format of at least one of the versions". Claim 61 is recited a computer program per se 
representing functional descriptive material without a computer and/or a computer 
readable medium, and thus is non-statutory. 

Claims 62-79 depend on claim 61, therefore they are rejected with the same rationale 
applied against claim 61 above. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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6. Claims 1-3, 5, 6, 14, 15, 17, 22 and 28 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Pham et al. (US 6,282,535) and in view of Herrmann (US 
5,995,756). 

As per claim 1 . Pham discloses: 

A computer-readable medium storing a universal signature object for 
binding a digital signature to digital data [col. 2 lines 23-24 "A digital signature is 
calculated for every file or container of files, as it is being WRAPPED 
(packaged)"], the universal signature object comprising: 

at least one version of the digital data, wherein each version has a file format [col. 3 
lines 34-36 "developing specialized multiple native files and a directory into a 
container with digital signature option"]; 

a second version of the digital data having a different format from said at least one 
version [col. 3 lines64-65 "the method enables native files to be encoded into one 
single container", format can be Native series files and/or Non a series files 
and/or New format file col. 5 lines 49-57\; 

a digital signature of signature data, wherein the signature data is a function of the 
digital data (for example, the signature data could be any of version of the digital data) 
[col. 2 lines 23-24 "A digital signature is calculated for every file of container of 
files"]; and 
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information with the file format of at least one of the versions [Fig. 3A Disk file header 
col. 12 lines 10-12 "beginning data block containing an identification string; (ii) 
options chosen; (iii) the original file's Disk File Header information"]. 

Pham doesn't explicitly mention that information concerning an application 
compatible with file. 

However, Herrmann discloses that information concerning an application 
compatible with file [col. 3 lines 41-45 "application contains information necessary 
to create a document (e.g., Microsoft ActiveX Document) locally but, in addition, 
also includes information necessary to find and download the program code for 
rendering the view of the document"]. 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to incorporate the teaching of Herrmann into the 
teaching of Pham to include information concerning an application compatible with file. 
The modification would be obvious because one of ordinary skill in the art would be 
motivated to have information about an application within files, so files can be created or 
viewed locally [Herrmann, col. 3 lines 41-45\. 

As per claim 2 , the rejection of claim 1 is incorporated and further Pham 

discloses: 

the file format of at least one version is a native file format of the digital data [col. 3 
lines 34-35 "developing specialized multiple native files and a directory into a 
container"]. 
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As per claim 3 . the rejection of claim 1 is incorporated and further Pham 

discloses: 

the file format of at least one version is compatible with more than one application [col. 
2 lines 60-63 "provide a format that is utilizable not just for a first system, but also 
for a first and second system, whereby the second system would not ordinarily 
be compatible with the first system"]. 

As per claim 5 , the rejection of claim 3 is incorporated and further Pham 

discloses: 

the information with the file format of at least one of the versions includes information 
with the alternate file format [Fig. 3A Disk file header col. 12 lines 10-12 "beginning 
data block containing an identification string; (ii) options chosen; (iii) the original 
file's Disk File Header information"]. 

Pham doesn't explicitly mention that information concerning an application 
compatible with file. 

However, Herrmann discloses that information concerning an application 
compatible with file [col. 3 lines 41-45 "application contains information necessary 
to create a document (e.g., Microsoft ActiveX Document) locally but, in addition, 
also includes information necessary to find and download the program code for 
rendering the view of the document"]. 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to incorporate the teaching of Herrmann into the 
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teaching of Pham to include information concerning an application compatible with file. 
The modification would be obvious because one of ordinary skill in the art would be 
motivated to have information about an application within files, so files can be created or 
viewed locally. 

As per claim 6 , the rejection of claim 5 is incorporated and further Pham 

discloses: 

includes an embedded executable file (or software) of the alternate application [col. 3 
lines 48-50 "to put the NT platform software (alternate software) and the A Series 
platform software all on the same CD-ROM"]. 

Pham doesn't explicitly mention that information concerning an application 
compatible with file. 

However, Herrmann discloses that information concerning an application 
compatible with file [col. 3 lines 41-45 "application contains information necessary 
to create a document (e.g., Microsoft ActiveX Document) locally but, in addition, 
also includes information necessary to find and download the program code for 
rendering the view of the document"]. 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to incorporate the teaching of Herrmann into the 
teaching of Pham to include information concerning an application compatible with file. 
The modification would be obvious because one of ordinary skill in the art would be 
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motivated to have information about an application within files, so files can be created or 
viewed locally. 

As per claim 14 , the rejection of claim 1 is incorporated and is rejected for 
the same reason set forth in the rejection of claim 5 above. 

As per claim 15 , the rejection of claim 1 is incorporated and is rejected for 
the same reason set forth in the rejection of claim 6 above. 

As per claim 17 , the rejection of claim 1 is incorporated and is rejected for 
the same reason set forth in the rejection of claim 9 above. 

As per claim 22 , the rejection of claim 1 is incorporated and further Pham 

discloses: 

use-permission information regarding permitted use of the universal signature object 
[col. 4 lines 54-57 "Native attributes that can be assigned to a file to allow the 
system to control how the file is accessed and used, and by whom(security 
privileges)"]. 

As per claim 28 , the rejection of claim 1 is incorporated and Pham does 
not explicitly mention the application compatible with the file format of at least one of the 
versions includes said version. 
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However, Hermann discloses the application compatible with the file format 
of at least one of the versions includes said version [col. 3 lines 41-42 "contains 
information necessary to create a document (e.g., Microsoft ActiveX Document) 
locally"]. 

Therefore, it would have been obvious to a person of ordinary skill in the art 
at the time the invention was made to incorporate the teaching of Herrmann into the 
teaching of Pham to have the application that is compatible with the file format of at 
least one of the versions. The modification would be obvious because one of ordinary 
skill in the art would be motivated to have application which is compatible with the file 
format so that file can be created or edited locally. 

7. Claims 7, 8, 10, 11,13, 16, 18-21, 25, 27, 45-48, 50-53, 55-58, 60-63, 67-69, 71- 
74, 77, 78, 80-85 and 86 are rejected under 35 USC 103 (a) for being unpatentable over 
Pham et al. in view of Herrmann, and further in view of Brown et al (U.S. Patent No. 
6,671,805). 

As per claim 7 . the rejection of claim 3 is incorporated and further Pham 

discloses: 

the signature data (function of the digital data) is selected from the group comprising: 
one of the versions of the digital data[co/. 3 lines 34-35 "developing specialized 
multiple native files and a directory into a container"]; 
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the universal signature object (or file), prior to inclusion of the digital signature [col. 3 
lines 34-35 "developing specialized multiple native files and a directory into a 
container"]; 

Pham and Herrmann don't explicitly mention hash of the digital data prior 
to inclusion of the digital signature. 

Brown discloses hash of the digital data prior to inclusion of the digital 
signature [Fig. 1 col. 9 lines 4-8 "calculating a message digest for the to-be-signed 
portion (the message digest is calculated using a one-way hash function)"], 
a hash of one of the versions of the digital data [Brown, Fig 1 col. 9 lines 4-8 
"calculating a message digest for the to-be-signed portion. The message digest is 
calculated using a one-way hash function"]; 

and a hash of the universal signature object, prior to inclusion of the digital signature 
[Brown, Fig. 1 col. 9 lines 4-8 "calculating a message digest for the to-be-signed 
portion. The message digest is calculated using a one-way hash function"]. 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to incorporate the teaching of Brown et al. into 
the teaching of Pham and Herrmann to calculate message digest (using one way hash 
function) for the digital data. The modification would be obvious because one of ordinary 
skill in the art would be motivated to use hash function (digest message) whereby any 
change to the data will result in a different calculated message digest, in order to ensure 
the data has not been compromised (intentionally or otherwise) during the transfer 
process. 
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As per claim 8 . the rejection of claim 3 is incorporated. Pham and 
Herrmann don't explicitly mention that the digital signature is timestamped. 

However, Brown discloses the digital signature is timestamped [col. 26 
lines 14-16 "Each digital signature 118 in the document 102 is time and date 
stamped and includes a digital certificate for verification purposes"]. 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to incorporate the teaching of Brown into the 
teaching of Pham and Herrmann that digital signature is timestamped. The modification 
would be obvious because one of ordinary skill in the art would be motivated to use 
timestamp with digital signature so that it identifies the date and time at which the signer 
signs the file [Brown, col. 13 lines 41-43]. 

As per claim 10 . the rejection of claim 3 is incorporated. Pham and 
Herrmann don't explicitly disclose an additional digital signature by an additional 
signatory. 

However, Brown discloses an additional digital signature by an additional 
signatory of additional signature data [col. 5 lines 17-18 "computer-implemented 
method for digitally signing an electronic document by a plurality of signers, 
wherein each signer has a signing role"]. 

Therefore, it would have been obvious to a person of ordinary skill in the art 
at the time the invention was made to incorporate the teaching of Brown into the 
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teaching of Pham and Herrmann to use additional digital signature by an additional 
signatory. The modification would be obvious because one of ordinary skill in the art 
would be motivated to have additional signature(s) corresponding to signer(s) for 
additional requirements or verifications. 

As per claim 1 1 , the rejection of claim 10 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 7 above. 

As per claim 13 , the rejection of claim 1 is incorporated and is rejected for 
the same reason set forth in the rejection of claim 7 above. 

As per claim 16 , the rejection of claim 1 is incorporated and is rejected for 
the same reason set forth in the rejection of claim 8 above. 

As per claim 18 , the rejection of claim 1 is incorporated and is rejected for 
the same reason set forth in the rejection of claim 10 above. 

As per claim 19 , the rejection of claim 18 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 7 above. 



As per claim 20 , the rejection of claim 18 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 8 above. 
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As per claim 21 , the rejection of claim 18 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 9 above. 

As per claim 25 , the rejection of claim 1 is incorporated. Pham and 
Herrmann don't explicitly mention a universal-signature-object viewer for utilizing the 
universal signature object. 

Brown discloses viewer for utilizing the universal signature object [col. 13 
lines 19-21 FIG. 4D, "a Web browser is used to display and/or edit the XML- 
encoded document 102 using conventicinal techniques"]. 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to incorporate the teaching of Brown et al. into 
the teaching of Pham and Herrmann to have a viewer to utilize the universal signature 
object. The modification would be obvious because one of ordinary skill in the art would 
be motivated to have the viewer (browser) is to display and/or edit the documents. 

As per claim 27 , the rejection of claim 1 is incorporated. Pham and 1 
Herrmann don't explicitly mention a signing program for modifying the universal 
signature object to include an additional digital signature. 

However, Brown discloses a signing program for modifying the universal 
signature object to include an additional digital signature [Fig. 1 component 108 
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(signing module) col. 6 lines 12-14 "digitally signing an electronic document by a 
plurality of signers, wherein each signer has a signing role"]. 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to incorporate the teaching of Brown into the 
teaching of Pham and Herrmann to include an additional digital signature. The 
modification would be obvious because one of ordinary skill in the art would be 
motivated to have additional signature(s) corresponding to signer(s) for additional 
requirements or verifications. 

As per claim 45 , this claim has limitations those are similar to limitations of 
claim 1 , thus it is rejected with the same rationale applied against claim 1 above and 
further Brown discloses: 

accessing a signatory's private-public key pair [co/. 11 lines 1-3 "a variety of 
techniques may be used to authenticate the signer. However, public key 
cryptography offers a particularly secure method for authentication"]; 
authenticating the private-public key pair as being associated with the signatory [co/. 2 
lines 37-38 "using public key cryptography, however, a sender can digitally 
"sign" a message using the sender's private key", col. 11 lines 1-16]; and 
in response to a universal signature object of the digital data not existing [(i.e. 
signature require) col. 13 lines 23-24 Fig. 3, "receiving 318 from the signer an 
indication to sign the document 102"]: 



Application/Control Number: 09/981,588 Page 17 

Art Unit: 2135 

using the signatory's private key to generate a digital signature of signature data[co/. 13 
lines 61-63 "the method continues by encrypting 322 the message digest using 
the signer's private key to generate the signer's digital signature 118"]. 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to incorporate the teaching of Brown into the 
teaching of Pham and Herrmann to access a signatory's key pair and authenticate the 
key pair. The modification would be obvious because one of ordinary skill in the art 
would be motivated to use public key cryptography, which offers a particularly secure 
method for authentication. The CA is a trusted third party that issues digital certificates 
to its subscribers, binding their identities to the key pairs they use to digitally sign 
electronic communications [Brown, col. 22 lines 30-33]. 

As per claim 46 , the rejection of claim 45 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 7 above. 

As per claim 47 , the rejection of claim 45 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 8 above. 



As per claim 48 , the rejection of claim 47 is incorporated and further 
Brown discloses: 
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the signatory verifies the authenticity of the private-public key pair and provides the 
timestamp [ Fig. 3 step 304 (Authenticate signer) and step 320 (store date and time 
of signing)]. 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to incorporate the teaching of Brown into the 
teaching of Pham and Herrmann to verifies the authenticity of the private-public key pair 
and provides the timestamp. The modification would be obvious because one of 
ordinary skill in the art would be motivated to use the date and time tags (timestamp), 
making it impossible for the signer to later repudiate the date and time of the digital 
signature. 

As per claim 50 . the rejection of claim 45 is incorporated and further Pham 

discloses: 

at least one of the versions of the digital data has a non-native file format [format can 
be Non a series files and/or New format file col. 5 lines 52-57]. 

As per claim 51 . the rejection of claim 45 is incorporated and further 
Brown discloses: 

the universal signature object further comprises: the signatory's public key ["col. 11 
lines 12-13 decrypt the message using the signer's public key, which may be 
obtained from public key database or the like using a standard protocol" ]. 
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Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to incorporate the teaching of Brown into the 
teaching of Pham and Herrmann to have signatory's public key. The modification would 
be obvious because one of ordinary skill in the art would be motivated to use signatory's 
public key to decrypt the message digest. 

As per claim 52 , the rejection of claim 45 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 22 above. 

As per claim 53 , the rejection of claim 45 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 25 above. 

As per claim 55 , the rejection of claim 45 is incorporated and is rejected for 
the same reason set forth in the rejection of claim 27 above. 

As per claim 56 , the rejection of claim 45 is incorporated and further Brown 

discloses: 

in response to the universal signature object of the digital data existing [(i.e. signature 
require) col. 13 lines 23-24 Fig. 3, receiving 318 from the signer an indication to 
sign the document 102]: 
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using the signatory's private key to generate a digital signature of signature data[col.13 
lines 61-63 "the method continues by encrypting 322 the message digest using 
the signer's private key to generate the signer's digital signature 118"]; and 
modifying the universal signature object to include an additional digital signature [Fig.1 
component 108 (signing module) col. 6 lines 12-14 "digitally signing an electronic 
document by a plurality of signers, wherein each signer has a signing role"]. 

As per claim 57 , the rejection of claim 56 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 7 above. 

As per claim 58 , the rejection of claim 57 is incorporated and is rejected for 
the same reason set forth in the rejection of claim 8 above. 

As per claim 60 , the rejection of claim 57 is incorporated and is rejected for 
the same reason set forth in the rejection of claim 51 above. 

As per claim 61 . this claim has limitations those are similar to limitations of 
claim 1 and claim 45, thus it is rejected with the same rationale applied against claim 1 
and 45 above. 



As per claim 62 . the rejection of claim 61 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 7 above. 
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As per claim 63 . the rejection of claim 61 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 8 above. 

As per claim 67 , the rejection of claim 61 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 51 above. 

As per claim 68 . the rejection of claim 61 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 22 above. 

As per claim 69 , the rejection of claim 61 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 25 above. 

As per claim 71 . the rejection of claim 61 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 27 above. 

As per claim 72 . the rejection of claim 61 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 56 above. 



As per claim 73 . the rejection of claim 72 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 7 above. 
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As per claim 74 , the rejection of claim 72 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 8 above. 

As per claim 77 , the rejection of claim 61 is incorporated and further 
Brown discloses: 

signing program is integrated with a primary application to provide digital signing 
capability for the files utilized by the primary application [col. 8 lines 66-67,col. 9 lines 
1-2 the signing module 108 is implemented as a "plug-in" module to a standard 
Web browser, although other implementations are possible without departing 
from the spirit of the invention"]. 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to incorporate the teaching of Brown into the 
teaching of Pham and Herrmann to integrate signing program with a primary 
application. The modification would be obvious because one of ordinary skill in the art 
would be motivated to increase the security level during creation of files. 

As per claim 78 , the rejection of claim 61 is incorporated and further 
Brown discloses: 

The signing program operates within a browser application [col. 8 lines 66-67, col. 9 
lines 1-2 "the signing module 108 is implemented as a "plug-in" module to a 
standard Web browser"]. 
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Therefore, it would have been obvious to a person of ordinary skill in the art 
at the time the invention was made to incorporate the teaching of Brown into the 
teaching of Pham and Herrmann to operate viewer within a browser application. The 
modification would be obvious because one of ordinary skill in the art would be 
motivated to do so because browsers often work on multiple operating systems, the 
problem of porting a browser-based application from one OS to another is removed. 

As per claim 80, 81, 82 and 83 , are the rejection of claim 45 is 
incorporated and is rejected for the same reason set forth in the rejection of claim 7 
above. 

As per claim 84 , the rejection of claim 45 is incorporated and Pham 

teaches: 

the digital data is a single file [col. 1 lines 22-23]. 

As per claim 85 , the rejection of claim 45 is incorporated and Brown 

teaches: 

the digital data is a single document [col. 3 lines 59-60]. 



As per claim 86 , the rejection of claim 45 is incorporated and Brown 

teaches: 

the first file format is a word processor [col. 3 lines 59-60]. 
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8. Claims 26, 29-36, 40-43, 54, 70 and 79 are rejected under 35 USC 103 (a) for 
being unpatentable over Pham et al. in view of Herrmann, in view of Brown et al and 
further in view of Colwell et al (U.S. Patent No. 5,303,361). 

As per claim 26 . the rejection of claim 25 is incorporated and Brown 
discloses that viewer for utilizing the universal signature object. Brown doesn't explicitly 
mention that launching the application compatible with the file format of at least one of 
the version and displaying information concerning the universal signature object. 

However, Colwell discloses an application launching means for launching 
the application compatible with the file format of at least one of the versions [col. 2 
lines 33-36 "the user can invoke the software application which created the file by 
loading the application corresponding to the viewer along with the desired file"]; 
and 

a viewer means for displaying information concerning the universal signature object 
[col. 2 lines 23-27 "the file is tested to determine which one of a plurality of file 
viewers to deploy. The closest corresponding viewer is automatically loaded and 
used to display consecutive screens of information from the selected file"]. 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to incorporate the teaching of Colwell into the 
teaching of Brown that launching the application compatible with the file format of at 
least one of the version and displaying information concerning the universal signature 
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object. The modification would be obvious because one of ordinary skill in the art would 
be motivated because the user can find required applications without additional time 
being spent on search. One of ordinary skill in the art would be also motivated to make 
such modifications for viewer to display consecutive screens of information from the 
selected file [Colwell, col. 2 lines 33-44]. 

As per claim 29 , this claim has limitations those are similar to limitations of 
claim 1 and claim 26, thus it is rejected with the same rationale applied against claim 1 
and 26 above. 

As per claim 30 , the rejection of claim 29 is incorporated and further 
Brown discloses: the information displayed by the viewer comprises at least one data 
field from the group of data fields comprising: 

use-permission information regarding permitted use of the universal signature object [ 
co/. 12 lines 14-27 "any portion of the document 102 is access restricted, or in 
other words, whether any portion of the document 102 should not be displayed 
to, or modified by the signer"]; 

a list of items contained within the universal signature object [col. 10,1'mes 18-19 "Fig. 
4B displays a list 404 of possible documents 102 to be signed by the signer" 
col.10 lines 26-30 "The list 404 may be generated in a number of ways. For 
example, as described more fully hereafter, the parser 106 may parse a plurality 
of documents 102"]; 
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a digital signature [Brown, Fig. 4D]; 

a name of a signatory of the digital signature [Brown, Fig. 4B] ; 
a timestamp of the digital signature[Brown, Fig. 4B] ; and 
digital signature verification results [Brown, Fig. 4E]. 



As per claim 31 . the rejection of claim 29 is incorporated. Pham and 
Herrmann don't explicitly mention an edit disabling means for disabling editing 
capabilities of the application. 

However, Brown discloses an edit disabling means for disabling editing 
capabilities of the application [col. 12 lines 14-19 "any portion of the document 102 
is access restricted, or, in other words, whether any portion of the document 102 
should not be displayed to, or modified by the signer"]. 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to incorporate the teaching of Brown into the 
teaching of Pham and Herrmann to disable editing capability. The modification would be 
obvious because one of ordinary skill in the art would be motivated to do so because 
user can not modified the file without the authorized permission. 

As per claim 32 , the rejection of claim 29 is incorporated and Brown 
doesn't explicitly mention searches a computer system on which the universal- 
signature-object viewer operates to locate the application compatible with the file format 
of at least one of the versions. 
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However, Colwell discloses the application launching means searches a 
computer system on which the universal-signature-object viewer operates to locate the 
application compatible with the file format of at least one of the versions [col. 2 lines 
33-36 "invoke the software application which created the file by loading the 
application corresponding to the viewer along with the desired file"]. 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to incorporate the teaching of Colwell into the 
teaching of Brown to search a computer system on which the universal-signature-object 
viewer operates to locate the application compatible with the file format. The 
modification would be obvious because one of ordinary skill in the art would be 
motivated to invoke the software application that creates the files for the corresponding 
viewer. 

As per claim 33 , the rejection of claim 29 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 6 above. 

As per claim 34 , the rejection of claim 29 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 32 above. 

As per claim 35 , the rejection of claim 29 is incorporated. Pham and 
Herrmann don't explicitly mention a verification means for verifying the digital signature. 

However Brown discloses a verification means for verifying the digital 
signature [Brown, Fig.7 component 710 (signature verification service)]. 
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Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to incorporate the teaching of Brown into the 
teaching of Pham and Herrmann to verifying the digital signature. The modification 
would be obvious because one of ordinary skill in the art would be motivated to verify 
the signature by utilizing some entity to serve as a trusted third party to vouch for the 
person s identity [Brown, col. 22 lines 30-33]. 

As per claim 36 , the rejection of claim 29 is incorporated. Pham and 
Herrmann don't explicitly mention the verification means verifies the digital signature 
against an archived copy of the digital signature obtained from a transaction server. 

However Brown discloses the verification means verifies the digital 
signature against an archived copy of the digital signature obtained from a transaction 
server [Brown, Fig. 7 and 8F col. 22 lines 52-57 "the method begins by identifying 
862 the signature 118 to be verified"]. 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to incorporate the teaching of Brown into the 
teaching of Pham and Herrmann to verifying the digital signature. The modification 
would be obvious because one of ordinary skill in the art would be motivated to verify 
the signature by utilizing some entity to serve as a trusted third party to vouch for the 
person's identity [Brown, col. 22 lines 30-33]. 
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As per claim 40 , the rejection of claim 29 is incorporated and further 
Brown discloses: 

the universal signature object further comprises: 

at least one additional digital signature [col. 5 lines 17-18 "computer-implemented 
method for digitally signing an electronic document by a plurality of signers, 
wherein each signer has a signing role"]; 

the digital signatures are timestamped [col.26 lines 14-16 "Each digital signature 
118 in the document 102 is time and date stamped and includes a digital 
certificate for verification purposes"]; and 

the viewer means displays the digital signature in timestamp order [Fig.4A (displayed 
according to the date order) col.10 lines 38-41 "to sign in the proper order relative 
to the other signers of the document 102. It is advantageous in many instances 
for a document 102 to be signed in a particular order"]. 

As per claim 41 . the rejection of claim 29 is incorporated and further 
Brown discloses: 

the universal-signature-object viewer operates within a browser application [Fig. 4A 
Internet Explorer (i.e. browser application)]. 

Therefore, it would have been obvious to a person of ordinary skill in the art 
at the time the invention was made to incorporate the teaching of Brown into the 
teaching of Pham and Herrmann to operate viewer within a browser application. The 
modification would be obvious because one of ordinary skill in the art would be 
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motivated to do so because browsers often work on multiple operating systems, the 
problem of porting a browser-based application from one OS to another is removed. 

As per claim 42 . the rejection of claim 29 is incorporated and further 
Brown discloses: 

the universal-signature-object viewer is incorporated into the universal signature object 
[Fig. 4D, As shown in figure viewer incorporated with digital signed document]. 

As per claim 43 . the rejection of claim 42 is incorporated and further Pham 

discloses: 

the universal signature object is a standalone application [col.3 lines 38-42 
"containers can also be burnt together with files originated from other platforms 
onto the same industry-standard Compact Disks (CD-ROMs) which then can be 
viewed and utilized by a variety of systems"]. 

As per claim 54 . the rejection of claim 53 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 26 above. 

As per claim 70 . the rejection of claim 69 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 26 above. 



As per claim 79 . the rejection of claim 61 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 43 above. 
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9. Claims 37-39, 49, 59, 64, 65, 75 and 76 are rejected under 35 USC 103 (a) for 
being unpatentable over Pham et al. in view of Herrmann, in view of Brown et al, 
Colwell et al and further in view of Houser et al. (U.S. Patent No. 5,606,609). 

As per claim 37 , the rejection of claim 29 is incorporated. Herrmann and 
Brown don't explicitly mention a print copy of information concerning the universal 
signature object. 

However Houser discloses a printing means for providing a print copy of 
information concerning the universal signature object [col. 18 lines 57-60 "the 
document reviewer may also print the electronic document on a conventional 
printer. In such a case, the electronic chop will print substantially as displayed to 
produce a printed chop"]. 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to incorporate the teaching of Houser into the 
teaching of Herrmann and Brown to add printer for providing a print copy of information 
concerning the universal signature object. The modification would be obvious because 
one of ordinary skill in the art would be motivated to do so because electronics 
document may be printed using a printer. 

As per claim 38 , the rejection of claim 37 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 30 above. 
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As per claim 39 . the rejection of claim 37 is incorporated. Herrmann and 
Brown don't explicitly mention the print means digitally watermarks the print copy. 

However Houser discloses the print means digitally watermarks the print 
copy [col. 6 lines 30-33 "include an electronic watermark generator that generates 
an electronic watermark which produces a printed watermark when printed using 
the printer"]. 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to incorporate the teaching of Houser into the 
teaching of Herrmann and Brown to add the watermarks the print copy. The 
modification would be obvious because one of ordinary skill in the art would be 
motivated to do so because that generates an electronic watermark, which produces a 
printed watermark when printed using the printer. Thereby make it difficult to forge a 
paper copy of the document [Houser, coL 18 lines 63-64\. 

As per claim 49 , the rejection of claim 45 is incorporated. Herrmann and 
Brown don't explicitly mention tracking number and transmitting at least a copy of the 
digital signature. 

However, Houser discloses requesting a tracking number from a 
transaction server [Fig. 6 component 612 (serial number generator), Fig. 4B 
component 427 (serial number)]; and transmitting at least a copy of the digital 
signature to the transaction server [Fig.1 component 140 (store and/or forward) col. 
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8 lines 58-61 "the computer may be coupled to a local area network (LAN) such as 
ETHERNET.TM and a wide area network (WAN) such as the Internet to facilitate 
communication with other computers"]. 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to incorporate the teaching of Houser into the 
teaching of Herrmann and Brown to use tracking (serial) number and transmit at least a 
copy of digital signature. The modification would be obvious because one of ordinary 
skill in the art would be motivated to have tracking (serial) number for track the data and 
transmit at least a copy of digital signature to store as a future reference. 

As per claim 59 t the rejection of claim 57 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 49 above. 

As per claim 64 , the rejection of claim 61 is incorporated and further 
Houser discloses: 

a transaction tracking means for requesting a tracking number from a transaction server 
[Fig.6 component 612 (serial number generator), Fig. 4B component 427 (serial 
number)]. 



As per claim 65 , the rejection of claim 64 is incorporated and further 
Houser discloses: 
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the transaction tracking means transmits the digital signature to the transaction server 
[Fig.1 component 140 (store and/or forward) col. 8 lines 58-61 'the computer may 
be coupled to a local area network (LAN) such as ETHERNET.TM. and a wide area 
network (WAN) such as the Internet to facilitate communication with other 
computers"]. 

As per claim 75 , the rejection of claim 72 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 64 above. 

As per claim 76 , the rejection of claim 75 is incorporated and is rejected 
for the same reason set forth in the rejection of claim 65 above. 



Response to Argument 

10. Applicant's arguments filed December 9, 2005 have been fully considered but 
they are not persuasive. 

Applicant argues that: 

There is no indication that the created file has a signature after unwrapping or 
that it has multiple versions for access by different programs. All of the files are 
converted into the on "standard" format that be read by NX Services, and that each 
individual file within the container is disassembled during the process and unusable by 
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any other program until it is "unwrapped" by NX Services, and therefore all of the files 
only have a single format. The USO of claim 1 is stored on a computer readable 
medium (e.g. a CD-ROM or hard drive), it is not the CD-ROM or hard drive itself. Merely 
using a public key does not necessary involve authenticating the public key. 

Examiner maintains that: 

Pham teaches that the containers can be burnt together with files originated from 
other platforms onto the same industry standard compact disks (CD-ROMs), which then 
can be viewed and utilized by a variety of systems (i.e. access by different 
programs/applications) [col. 3 lines 39-42]. Further Pham teaches that the native files 
encoded into on single container (i.e. Universal Signature Object) [col. 3 lines 64-65] 
and the digital signature is calculated for every file or container of files, as it is being 
wrapped (packaged) [col. 3 lines 23-24]. Pham teaches that the resulting file data on 
the compact disk is in protocol compatible for usage by other platforms (i.e. usable by 
any other applications/programs) [col. 8 lines 6-8]. In addition, Pham teaches the 
various file formats for the file (format can be Native a series files or Non a series files 
or New format file) [col. 5 lines 49-57]. Pham teaches the container (i.e. Universal 
Signature Object or USO) that contains the files and is stored on to the computer 
readable medium (e.g. a CD-ROM) [Fig. 1B]. Brown teaches the public key 
cryptography that offers a secure method for authentication (i.e. authenticating the 
private-public key pair as being associated with the signatory) [col. 11 lines 1-16]. 
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Brown teaches the signing module (i.e. signing program) that applies the signer's digital 
signature to the document [Fig. 1 component 108]. 

Applicant argues that: 

There is no teaching or motivation for combining Herrmann with the CD-ROM of 
Pham, and especially to include such information in signed document. Colwell applies to 
search and retrieval tools and not documents, and thus one skilled in the art would not 
be motivated to combine Colwell with Pham. 

Examiner maintains that: 
Pham teaches that container contains the additional information [Fig. 3B, 3A]. Hermann 
teaches that the header contains the information necessary to create or view the 
document [col. 3 lines 35-44]. Colwell teaches the lunch module [Fig. 1 component 
20], which loads the software application that created the file (i.e. document) [col. 2 
lines 33-35]. Furthermore, in response to applicant's argument that there is no 
motivation to combine the references, the examiner recognizes that obviousness can 
only be established by combining or modifying the teaching of the prior art to produce 
the claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to on 
of ordinary skill in the art. See In re Fine, 837 F. 2d 1071, 5 USPQ2d 1596 (Fed. Cir. 
1988) and In re Jones, 958 F.2d 347, 21 USPQ 2 nd 1941 (Fed. Cir 1992). In this case 
the combination of Pham and Herrmann, and the combination of Pham, Herrmann and 
Colwell, teach the claimed subject matter and the combination is sufficient. 
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For the above reasons, it is believed that the rejections should be sustained. 



Application/Control Number: 09/981,588 
Art Unit: 2135 



Page 38 



Conclusion 

11. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant 
is reminded of the extension of time policy as set forth in 37 CFR 1 .1 36(a). 

Kanerva et al (US 6,026,416) — System and method for storing, viewing editing 
and processing ordered sections having different file formats. 

Guck (US 5,864,870) — Method for storing/retrieving files of various formats in 
an object database using a virtual multimedia file system. 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Nirav Patel whose telephone number is 571- 
272-5936. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Kim Vu can be reached on 571-272-3859. The fax and phone 
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numbers for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 571-272- 
2100. 
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